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DETAILED ACTION 

Pending Claims 
Claims 1-54 are pending. 

Previous Claim Rejections - 35 USC § 102/103 

1 . The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

2. The rejection of claims 1, 2, 9, 20, 22, 24-26, and 34 under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Logan (US Pat. No. 
3,892,684) has been withdrawn. 

Previous Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. The rejection of claims 3-5, 7, 10, 12, 14, 17, 27-29, 31, 35, 37, 44, and 45 are under 35 
U.S.C. 103(a) as being unpatentable over Logan (US Pat. No. 3,892,684) in view of Marten et al. 
(US Pat. No. 5,459,208) has been withdrawn. 

Response to Arguments 

5. Applicant's arguments with respect to the previously rejected claims have been 
considered but are moot in view of the new ground(s) of rejection. 
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Claim Rejections - 35 USC § 102/103 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C. 102(e)). 

7. Claims 1, 2, 9, 24-26, 34, 49, 50, 53, and 54 are rejected under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Kye (Pub. No.: US 
2004/0197563). 

Regarding claims 1. 2, 9. 49. and 50 . Kye discloses: (1) a two-part epoxy adhesive 
(Abstract) comprising: (a) a resin component comprising a mixture of epoxy resin and an 
internally flexibilized epoxy resin (paragraphs 0043-0048); and (b) a hardener component 
comprising a mixture of a flexibilizer and an unmodified or modified aliphatic amine, an 
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unmodified or modified polyamide, or combinations thereof (paragraphs 0073-0108; claim 24); 
(2) wherein the epoxy adhesive has an initial curing time of less than 3 hours (paragraph 0125); 
(9) wherein said resin component is free of nonylphenol and said hardener is free of nonylphenol 
(reference is silent regarding the presence of nonylphenol)', (49) wherein the flexibilizer is 
selected from butadiene acrylonitrile flexibilizers (paragraph 0090; claim 24); and (50) wherein 
the flexibilizer is selected from amine terminated butadiene acrylonitrile flexibilizers (paragraphs 
0090; claim 24). 

Regarding claims 24. 25. 26. 34. 53. and 54 . Kye discloses: (24) the process of adhering 
at least two substrate surfaces to each other (Abstract; paragraphs 0118-0123) comprising: 
intercalating between said surfaces an adhesive comprising a reactive mixture of: (a) a resin 
component comprising a mixture of epoxy resin and an internally flexibilized epoxy resin 
(paragraphs 0043-0048); and (b) a hardener component comprising a mixture of a flexibilizer 
and an unmodified or modified aliphatic amine, an unmodified or modified polyamide, or 
combinations thereof (paragraphs 0073-0108; claim 24); (25) wherein the epoxy adhesive has an 
initial curing time of less than 3 hours (paragraph 0125); (26) wherein said act of intercalating 
includes dispensing said resin component and hardener component in equal parts by volume and 
mixing until the mixture is relatively homogeneous and is applied relatively evenly to the 
substrates (paragraphs 01 18-0123); (34) wherein said resin component is free of nonylphenol and 
said hardener is free of nonylphenol (reference is silent regarding the presence of nonylphenol); 
(53) wherein the flexibilizer is selected from butadiene acrylonitrile flexibilizers (paragraph 
0090; claim 24); and (54) wherein the flexibilizer is selected from amine terminated butadiene 
acrylonitrile flexibilizers (paragraphs 0090; claim 24). 
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In all of the above claims, Kye fails to explicitly disclose: (1 & 24) wherein said cured 
adhesive has a tensile elongation at room temperature of greater than 30%. However, it appears 
that this would have been an inherent property because Kye satisfies all of the material 
limitations set forth in the instant claims. It has been found that, "Products of identical chemical 
composition can not have mutually exclusive properties." A chemical composition and its 
properties are inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present -In re Spada, 91 1 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

Therefore, the adhesive of Kye would have inherently satisfied the instantly claimed 
property limitation of having a tensile elongation at room temperature of greater than 30% 
because it satisfies all of the chemical/material limitations of the instant claims. 

Claim Rejections - 35 USC § 103 
8. Claims 1, 2, 9, 20, 22, 24-26, 34, 49, 50, 53, and 54 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Gordon (US Pat. No. 6,645,341). 

Regarding claims 1, 9. 49. and 50 . Gordon discloses: (1) a two-part epoxy adhesive 
(Abstract) comprising: (a) a resin component comprising a mixture of epoxy resin and an 
internally flexibilized epoxy resin (column 2, lines 41-64); and (b) a hardener component 
comprising a mixture of a flexibilizer and an unmodified or modified aliphatic amine, an 
unmodified or modified polyamide, or combinations thereof (column 4, lines 45-67); (9) wherein 
said resin component is free of nonylphenol and said hardener is free of nonylphenol (reference 
is silent regarding the presence of nonylphenol); (49) wherein the flexibilizer is selected from 
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butadiene acrylonitrile flexibilizers (column 4, lines 62-67); and (50) wherein the flexibilizer is 
selected from amine terminated butadiene acrylonitrile flexibilizers (column 4, lines 62-67). 

Regarding claims 24. 26. 34. 53. and 54 . Gordon discloses: (24) the process of adhering 
at least two substrate surfaces to each other (Abstract; column 5, lines 33-57) comprising: 
intercalating between said surfaces an adhesive comprising a reactive mixture of: (a) a resin 
component comprising a mixture of epoxy resin and an internally flexibilized epoxy resin 
(column 2, lines 41-64); and (b) a hardener component comprising a mixture of a flexibilizer and 
an unmodified or modified aliphatic amine, an unmodified or modified polyamide, or 
combinations thereof (column 4, lines 45-67); (26) wherein said act of intercalating includes 
dispensing said resin component and hardener component in equal parts by volume and mixing 
until the mixture is relatively homogeneous and is applied relatively evenly to the substrates 
(column 5, lines 33-57); (34) wherein said resin component is free of nonylphenol and said 
hardener is free of nonylphenol (reference is silent regarding the presence of nonylphenol); (53) 
wherein the flexibilizer is selected from butadiene acrylonitrile flexibilizers (column 4, lines 62- 
67); and (54) wherein the flexibilizer is selected from amine terminated butadiene acrylonitrile 
flexibilizers (column 4, lines 62-67). 

Gordon does explicitly disclose (1 & 24) a mixture of epoxy resin and an internally 
flexibilized epoxy resin. Rather, they disclose combinations of glycidyl ether epoxides and non- 
glycidyl ether epoxides (column 2, lines 41-43), wherein the non-glycidyl ether epoxides include 
internally flexibilized epoxy resins (column 2, lines 59-64). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use a mixture of epoxy resin and an internally flexibilized epoxy resin in the 
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composition of Gordon because Gordon uses combinations of glycidyl ether epoxides and non- 
glycidyl ether epoxides, wherein the non-glycidyl ether epoxides include internally flexibilized 
epoxy resins. 

Furthermore, Gordon fails to explicitly disclose: (1 & 24) wherein said cured adhesive 
has a tensile elongation at room temperature of greater than 30%. However, it appears that this 
would have been an inherent property because Gordon satisfies all of the material limitations set 
forth in the instant claims. It has been found that, "Products of identical chemical composition 
can not have mutually exclusive properties." A chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims are necessarily present -In re Spada, 91 1 F.2d 705, 709, 15 
USPQ2d 1655, 1658 (Fed. Cir. 1990). 

Therefore, the adhesive of Gordon would have inherently satisfied the instantly claimed 
property limitation of having a tensile elongation at room temperature of greater than 30% 
because it satisfies all of the chemical/material limitations of the instant claims. 

Regarding claims 2. 20. 22 and 25 . Gordon fails to explicitly disclose an initial curing 
time of (2 & 25) less than 3 hours and (20 & 22) about 1.5-2 hours. However, the adhesive of 
Gordon appears to be inherently capable of satisfying this property limitation, given the proper 
curing conditions, because it satisfies all the chemical/material limitations of the instant 
invention. 

Therefore, the adhesive of Gordon would have been inherently capable of having an 
initial cure time of less than 3 hours or from 1.5-2 hours, given the proper curing conditions, 
because it satisfies all the chemical/material limitations of the instant invention. 
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Furthermore, the adhesive of Gordon would have inherently satisfied the instantly 
claimed property limitation of having a tensile elongation at room temperature of greater than 
120% because it satisfies all of the chemical/material limitations of the instant claims. 

9. Claims 20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kye 
(Pub. No.: US 2004/0197563). 

Regarding claims 20 and 22 . Kye fails to explicitly disclose an initial curing time of (20 
& 22) about 1.5-2 hours. However, the adhesive of Kye appears to be inherently capable of 
satisfying this property limitation, given the proper curing conditions, because it satisfies all the 
chemical/material limitations of the instant invention. 

Therefore, the adhesive of Kye would have been inherently capable of having an initial 
cure time of about 1.5-2 hours, given the proper curing conditions, because it satisfies all the 
chemical/material limitations of the instant invention. 

Furthermore, the adhesive of Kye would have inherently satisfied the instantly claimed 
property limitation of having a tensile elongation at room temperature of greater than 120% 
because it satisfies all of the chemical/material limitations of the instant claims. 

Allowable Subject Matter 

10. Claims 44-46 are allowed. 

11. Claims 3-8, 10-19, 21, 23, 27-33, 35-43, 47, 48, 51, and 52 are objected to as being 
dependent upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 
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Communication 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Michael J. Feely 
Primary Examiner 
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MICHAEL FEBY 
PRMARV EXAMINER 



